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Examiner: JOHN J. WILSON 
Art Unit: 3732 

• RECEIVED 

OCT 2 3 2003 

TECHNOLOGY CENTER R3700 



SUBSTITUTE APPELLANT'S BRIEF 
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Mail Stop Appeal Brief - Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Appellant offers this Appeal Brief in furtherance of the Notice of Appeal filed on 
January 13, 2003 in the above-referenced patent application. This Appeal Brief is submitted in 
triplicate as required by 37 C.F.R. § 1.192(a). Please deduct the requisite fee, pursuant to 37 
C.F.R. § 1.17(c), of $320 firom deposit account 20-1430, and deduct any additional fees or credit 
any excess fees associated with the Appeal Brief to such deposit account. Appendix A, attached 
hereto, contains a copy of all claims pending in this case. 
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REAL PARTY IN INTEREST: 

All right, title, and interest in the subject invention and application are assigned to 
Align Technology, Inc., having offices at 881 Martin Avenue, Santa Clara, California 95050. 
Therefore, Align Technology, Inc. is the real party interest. 

RELATED APPEALS AND INTERFERENCES 

No other appeals or interferences are known which will directly affect, or be 
directly affected by, or have a bearing on the Board's decision in the pending appeal. 

STATUS OF THE CLAIMS 

Claims 1-38 were originally presented in the apphcation. Claims 1-38 have been 
rejected. Claims 1-38 are the subject of this appeal. No other claims are pending. 

STATUS OF AMENDMENTS 

A Final Office Action was mailed on August 20, 2002. An amendment imder 37 
C.F.R. § 1.116 was filed in response to this Final Office Action on January 13, 2003. An 
Advisory Action was mailed on February 3, 2003 indicating that the after final amendment had 
been considered but did not place the application in condition for allowance. A copy of all the 
pending claims, prior to the after final amendment, is provided in Appendix A attached hereto. 

An after appeal amendment under 37 C.F.R. § 1.1 16 is being filed concurrently 

herewith. 

SUMMARY OF THE INVENTION 

The present invention is related generally to the field of orthodontics and more 
particularly relates to methods and systems for moving a patient's teeth fi-om an initial tooth 
arrangement to a final tooth arrangement for the straightening of teeth. Application filed 
December 29, 2000 (Application), page 1, lines 8-10. Repositioning is accomphshed with a 
hybrid treatment system of a series of polymeric shell appliances (e.g., positioners) in 
combination with one or more conventional wire and bracket systems (e.g., braces) to effect fiill 
treatment of the teeth. Id., page 4, lines 3-10. 
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The appealed claims are directed at a system for repositioning teeth from an initial 
tooth arrangement to a final tooth arrangement. Claim 1; Application, page 4, lines 2-5. The 
system comprises a plurality of dental incremental position adjustment appliances including a 
series of digitally generated appliances and one more wire and bracket systems. Id The series 
of appliances are configured to be placed successively on the patient's teeth and to incrementally 
reposition the individual teeth in a series of successive steps, i.e., from one arrangement, through 
a plurality of intermediate tooth arrangements, and to a subsequent arrangement. Application, 
page 4, lines 5-8. The series of appliances, typically from three to twenty-five appliances, are 
configured to receive the teeth in a cavity, wherein the appliances each have a geometry selected 
to reposition the teeth from one arrangement to a subsequent arrangement. Claim 1 ; Application, 
page 4, lines 18-29; page 5, lines 3-6. hi particular, the series of apphances generally comprise 
polymeric shells having cavities, wherein the cavities of successive shells have different 
geometries shaped to receive and resiliently reposition teeth from the one arrangement to the 
subsequent arrangement. Claim 1; Application, page 4, lines 18-29. One or more wire and 
bracket systems are also employed to progressively reposition the teeth from one arrangement to 
a successive arrangement. Id. The hybrid treatment system of braces and positioners are 
deployed in seriatim to reposition the patient's teeth from the initial tooth arrangement to the 
final tooth arrangement so as to effect a fiiU a course of tooth movement. Id. 

The appealed claims are also directed to methods for repositioning teeth. Claims 
6, 12, 20, and 26. In one method, the positioners and braces are deployed in a preselected order 
to reposition teeth from an initial tooth arrangement to a final tooth arrangement. Claim 6; 
Application, page 4, lines 25-29. The preselected order may comprise employing a series of 
appliances first in order to achieve certain treatment goals prior to finishing or fiarther treatment 
with a wire and bracket system. Application, page 4, lines 31-33; Fig. 8. Conversely, the 
preselected order may comprise employing a wire and bracket system first in order to partially 
reposition the teeth to bring the patient within certain guidelines regarding the appropriate use of 
the series of apphances. Id. , page 4, lines 29-3 1 . The hybrid treatment method of placing three 
or more appliances successively in combination with one or more wire and bracket systems is 
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performed in a preselected order to reposition the patient's teeth from the initial tooth 
arrangement to the final tooth arrangement. Claim 6; Application, page 6, lines 4-10. 

An improved method for repositioning teeth using appliances comprises 
polymeric shells having cavities shaped to receive and resiliently reposition teeth to produce a 
final tooth arrangement. Claim 12; Application, page 6, lines 16-23. The improvement 
comprises determining at the outset of treatment geometries for at least three appliances to be 
used in combination with at least one wire and bracket system. Id. The appliances are to be 
wom successively by a patient to reposition the teeth from an initial tooth arrangement to the 
final tooth arrangement, wherein the cavities of successive shells have different geometries. Id, 
Hence, this improved method employs a hybrid treatment plan at the outset of treatment. 

Methods for treating a dental malocclusion are fiirther being appealed. One 
method comprises providing criteria to distinguish between a less severe malocclusion and a 
more severe malocclusion. Claim 26; Application, page 7, line 31-33. Exemplary criteria 
includes A-P correction of greater than 2 mm, autorotation of the mandible required for 
vertical/A-P correction, CR-CO discrepancy correction/treatment to other than centric occlusion, 
correction of moderate to severe rotations of premolars and/or carmines that are greater than 20 
degrees, severe deep bite opened to ideal or open bite to be closed to ideal extrusion of teeth 
greater than 1 mm other than as part of torquing or in conjunction with intrading adjacent teeth, 
teeth tipped by more than 45 degrees, multiple missing teeth, crowns less than 70% of normal 
size, posterior open bite, and movement of entire arch required for A-P correction. Claim 27; 
AppHcation, page 5, lines 15-29. Whether an individual patient's malocclusion is more or less 
severe is determined in accordance with the criteria. Claim 26; Application, page 7, line 34 
through page 8, line 9. 

Usually, patients who are free from all of the individual criteria set forth above 
will be considered to have a less severe malocclusion, thereby indicating treatment with a 
plurality of successive polymeric shell appliances without the use of a wire and bracket system. 
Id. If, on the other hand, the malocclusion is determined to be more severe, the indicated 
treatment plan will include both the use of the polymeric shell appliances as well as the use of a 
wire and bracket system. Id, These hybrid treatment method steps are employed in a 
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predetermined order. Id. For instance, the predetermined order may be to treat the patient's teeth 
first with the braces and follow up with appliances. Claim 34; Application, page 8, lines 6-8. 
Conversely, the predetermined order may be to treat the patient's teeth first with the appliances 
and then with braces. Claim 35; Apphcation, page 8, lines 6-8. In either course, the combined 
treatment will be sufficient to reposition the teeth to a final desired arrangement to effect fiiU 
treatment of the teeth. Claim 26; Application, page 8, lines 8-9. 

ISSUES 

I. Whether claims 1-5 are unpatentable under 35 U.S. C. § 103(a) over U.S. 
Patent No. 4,591,341 issued to Andrews in view of U.S. Patent No. 3,950,851 issued to 
Bergersen, U.S. Patent No. 4,348,178 issued to Kurz, and U.S. Patent No. 5,454,717 issued to 
Andreiko et al. 

II. Whether claims 12-31 and 33-38 are unpatentable under 35 U.S.C. § 
103(a) over Andrews in view of Bergersen and Kurz. 

III. Whether claims 6-1 1 are unpatentable under 35 U.S.C. § 103(a) over 
Andrews in view of Kurz. 

IV. Whether claims 1-32 are unpatentable under 35 U.S.C. § 103(a) over 
Andrews in view of U.S. Patent No. 5,975,893 issued to Chishti et al. 

GROUPING OF THE CLAIMS 

Appellant submits that the claims do not stand or fall together. As Appellant will 
argue more fiiUy below, claims 1, 12, 26, 34, and 35 each independently define elements 
patentable over the cited art. Hence, only independent claims 1 and 20 and dependent claims 2-5 
and 21-25 stand together; independent claims 6 and 26 and dependent claims 7-1 1, 27-33, and 
36-38 stand together; independent claim 12 and dependent claims 13-19 stand together; 
dependent claim 34 stands by itself; and dependent claim 35 stands by itself. 

Independent claim 1 broadly recites a hybrid treatment system of a plurality of 
digitally generated successive polymeric shell appliances in combination with one or more wire 
and bracket systems. 
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Independent claim 12 recites a method which similarly employs a hybrid 
treatment plan of at least three polymeric shell appliances in combination with at least one wire 
and bracket system. Claim 12 also recites that this hybrid treatment plan is to be determined at 
the outset of treatment. This additional novel and non-obvious method step supports the separate 
and independent patentability of this group of claims. 

Independent claim 26 also recites a method which employs a hybrid treatment 
plan of a plurality of successive polymeric shell appliances in combination with at least one wire 
and bracket system. Claim 26 further recites that a severe malocclusion determination is to be 
made prior to prescribing the hybrid treatment plan. Further, once a sever determination is made, 
the patient is treated successively according to a predetermined order. These different novel and 
non-obvious method step support the separate and independent patentability of this group of 
claims. 

Dependent claim 34 further requires that the predetermined order is to treat the 
patient's teeth first with the wire and bracket system to partially reposition the teeth until the 
malocclusion is less severe according to criteria and then treating the patient with the polymeric 
shell appliances. This additional novel and non-obvious method step supports the separate and 
independent patentability of this claim. 

Dependent claim 35 conversely requires that the predetermined order is to treat a 
patient's teeth first with the polymeric shell appliances and then with the wire and bracket 
system. This additional novel and non-obvious method step supports the separate and 
independent patentability of this claim. 

ARGUMENT 

I. Whether claims 1-5 are unpatentable under 35 U.S.C. S 103(a) over 
Andrews in view of Bergersen, Kurz. and Andreiko et al. 

In the Final Office Action dated August 20, 2002, claims 1-5 were rejected under 
Section 103(a) as allegedly being unpatentable over Andrews in view of Bergersen, Kurz, and 
Andreiko et al. Appellant respectfully traverses this rejection for the following reasons discussed 
below. 
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The present rejection does not establish prima facie obviousness under 35 U.S.C. 
§ 103 and M.P.E.P. §§ IXAl-lXA'i. The Examiner bears the initial burden to estabhsh and 
support pnma/ac/e obviousness. In re Rinehart, 189U.S.P.Q. 143 (CCPA 1976). To establish 
prima facie obviousness, three basic criteria must be met. M.P.E.P. § 2142. First, the Examiner 
must show some suggestion or motivation, either in the prior art references or in the knowledge 
generally available to one of ordinary skill in the art, to combine the reference teachings so as to 
produce the claimed invention. M.P.E.P. § 2143.01; In re FinQ, 5 U.S.P.Q.2d 1596 (Fed. Cir. 
1988). Secondly, the Examiner must establish that there is a reasonable expectation of success 
for the modifications. M.P.E.P. § 2142. Thirdly, the Examiner must estabhsh that the prior art 
references, alone or in combination, teach or suggest all the claim limitations. M.P.E.P. 
§2143.03; In re RoykaS, 180 U.S.P.Q. 580 (CCPA 1974). Appellant respectfully submits that a 
prima facie case of obviousness has not been met because the Examiner's rejection fails on at 
least two of the above requirements. 

Firstly, Appellant notes that no motivation or suggestion, either in the cited art 

references or in the knowledge generally available to one of ordinary skill in the art, has been 

cited the Examiner to combine the reference teachings so as to produce the claimed invention. 

Independent claim 1 reads as follows: 

A system for repositioning teeth from an initial tooth arrangement to a final 
tooth arrangement, said system comprising a plurality of dental incremental position adjustment 
appliances including: 

a plurality of digitally generated appliances, each having a geometry selected to 
reposition the teeth from a first arrangement to a second arrangement, wherein the appliances 
comprise polymeric shells having cavities and wherein the cavities of successive shells have 
different geometries shaped to receive and resiliently reposition teeth from the first to the second 
arrangement; and 

one or more wire and bracket systems to progressively reposition the teeth from 
one arrangement to a successive arrangement, the wire and bracket systems and appliances 
being deployed in seriatim to reposition teeth from the initial tooth arrangement to the final 
tooth arrangement. 

This hybrid treatment system of a plurality of digitally generated successive 
polymeric shell appliances in combination with one or more wire and bracket systems has not 
been suggested by the cited art references. The Examiner asserts that Andrews teaches that it is 
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known to use a bracket and wire system followed in series by a mouthpiece, albeit not a 
mouthpiece made from a polymeric shell. Final Office Action dated August 20, 2002, page 2. 
To cure this deficiency, the Examiner relies on Bergersen for teaching that it is known to form a 
mouthpiece as a polymer shell. Id, The Examiner further asserts that Kurz teaches using 
successive shells including intermediate appliances. Id, The Examiner also asserts that 
Andrieko et al. teaches digitally forming appHances. Id., page 3. Appellant respectfully 
disagrees. 

While the Examiner relies on Andrews for teaching use of a "mouthpiece" after 
conventional wire and bracket orthodontic treatment, it is disclosed that this mouthpiece is 
simply a single tooth positioner for finishing the teeth after the wire and bracket system. Col. 1, 
lines 13-27. The Examiner further relies on Bergersen to teach the use of a polymeric shell 
appliance in place of the mouthpiece of Andrews. Such reliance is not understood. Bergersen in 
fact teaches a generally conventional positioner which is really not much different that the 
mouthpiece described in Andrews. Col. 1, lines 11-17. 

In any event, Andrews, either alone or in combination with Bergersen, at best 
teaches using a single finisher (possibly in the form of a polymeric shell) to achieve final tooth 
positioning after conventional wire and bracket tooth treatment. However, Andrews either alone 
or in combination with Bergersen, still fails to disclose or remotely provide a suggestion or 
motivation for the use of a plurality of successive appliances, as even the Examiner concedes. 
Final Office Action dated August 20, 2002, page 2. The Examiner attempts to remedy this 
deficiency by combining the teachings of Andrews and Bergersen with the disclosure of Kxirz. 
In particular, the Examiner states, "[i]t would be further obvious to one of ordinary skill in the art 
to modify the above combination to include using successive appliances as shown by Kurz in 
order to make use of known methods of moving teeth in series to obtain the desired results." Id. 
Such reliance is misplaced. 

Appellant has reviewed the Kurz reference in detail and finds that not only is the 
desired motivation for the combination absent, but that this reference consistently and expressly 
teaches against the combination being made by the Examiner. Kurz discloses a vibrational 
orthodontic appHance, namely vibrating mouth piece positioners 16 powered by a motor 10. 
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Col. 2, lines 33-36; Fig. L In particular, in col. 1, lines 59-68, Kurz discloses that "[bjecause of 
the reduced need for patient cooperation, the appliance of the invention can be used to treat a 
malocclusion through a series of positioners from the initial malocclusion to the finished 
correction without other orthodontic appliances [e.g., braces]." (Emphasis added). Further, 
Kurz again notes in col. 3, lines 22-39, 



[b]y the use of the appliance of the present invention, 
malocclusions, no matter how pronounced can be corrected by a 
series of vibrating mouth piece positioners.... so that the teeth may 
be moved from their initial position.... toward the ideal 
occlusion.... In this way, vibrational positioners may in a step-by- 
step manner carry the occlusion towards the ideal positions 
without the use of any other orthodontic appliances. 



Appellant notes that hindsight reconstruction is impermissible. As the Examiner 



is certainly aware, the suggestions or motivations for the proposed combination must be found in 
the prior art or in the knowledge of one of skill in the art, rather than in Appellant's disclosure. 
In re Vaeck, 20 U.S.P.Q.2d 1438 (CAFC 1991). The Examiner continues to argue that 



Kurz uses conditional language, 'can be* or 'may' when describing 
the use of the invention without any other orthodontic appliances. 
This does not negate the teaching of Kurz that a solution to the 
problem of moving teeth can be solved with the use of plural 
shells. Kurz does not teach that the invention cannot be use with 
other appliances. Further, applicant's invention, may or may not be 
used with other appliance, and therefore, no criticality can be 
attributed to this feature. 



The present invention of claim 1 clearly requires successive use of both pluraHties 



of polymeric shell appliances and wire and bracket tooth repositioning systems. Kurz nowhere 
describes or suggest that the vibrational positioners may be used with other orthodontic 
appliances as the Examiner argues. In fact, Kurz unequivocally states "without other orthodontic 
appliances" which clearly contraindicates the combination of Kurz with Andrews and/or 
Bergersen. Kurz specifically teaches against using multiple appliance system described therein 
with any other orthodontic appliances. As such, one of ordinary skill in the art would have been 



(Emphasis added). 



Advisory Action dated February 3, 2003, page 2. 
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generally discouraged to replace the post-braces single mouthpiece of Andrews with the 
vibrational positioners of Kurz as Kurz provides a stand alone treatment for moving teeth from 
an initial malocclusion to the finished correction. A prior art reference must be considered in its 
entirety, i.e., as a whole, including portions that would lead away from the claimed invention. 
W.L Gore & Associates, Inc, v. Garlock Inc., 220 U.S.P.Q. 303 (Fed. Cir. 1983). 

Secondly, even assxmiing that the cited art disclosures may be combined (which 
combination is disputed), the cited art references still fail to teach or suggest all of the Umitations 
of claim 1. In particular, the combination of references asserted by the Examiner nowhere 
teaches or suggests the digital generation of successive polymeric shell appliances, as required 
by claim 1 . The Examiner however asserts that "Andreiko has been applied to show using 
computers to digitally generate appliances." Final Office Action dated August 20, 2002, page 7. 
Andreiko et al. does not show the claimed digitally generated appliances, each having a 
geometry selected to reposition the teeth from a first arrangement to a second arrangement, 
wherein the appliances comprise polymeric shells having cavities that move teeth. Andreiko's 
"appliances" correspond to conventional braces (i.e., archwires, brackets, and jigs). See Fig. 1. 
Hence, at best, the inclusion of Andreiko et al. suggest the digital design of wires and bracket 
systems. 

Under Vaeck, absent any evidence of a cited suggestion or reasonable motivation 
in the cited art references, or knowledge of those skilled in the art, for providing a hybrid 
treatment system of a plurality of digitally generated successive polymeric shell appliances in 
conjunction with one or more wire and bracket systems to effect a ftiU course of tooth 
movement, /?n>wa facie obviousness of independent claim 1 (and dependent claims 2-5) has not 
been established. As such, it is respectfiilly requested that the § 103(a) rejection of claim 1 (and 
dependent clams 2-5) be withdravra and the claims be allowed. 

11. Whether claims 12-31 and 33-38 are unpatentable under 35 U.S.C. S 

103(a) over Andrews in view of Bergersen and Kurz. 

In the Final Office Action, claims 12-31 and 33-38 were rejected under Section 
103(a) as allegedly being unpatentable over Andrews in view of Bergersen and Kurz. Appellant 
respectfiilly traverses this rejection for the following reasons discussed below. 
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Independent claim 12 is directed to an improved method for repositioning teeth 
using polymeric shell appliances. In particular, the improvement comprises determining at the 
outset of treatment geometries for at least three appliances to be used in combination with at 
least one wire and bracket system. The appliances are to be worn successively by a patient to 
reposition teeth from an initial tooth arrangement to the final tooth arrangement, wherein cavities 
of the successive shells have different geometries. Hence, this improved method employs a 
hybrid treatment plan of at least three polymeric shell appliances and a wire and bracket system. 
As such, prima facie obviousness of claim 12 (and dependent claims 13-19) has not been shown 
for many of the reasons given above with respect to claim 1 (section I, supra) and accordingly 
the claims should be allowed. 

In addition, claim 12 requires that this hybrid treatment plan be determined at the 
outset of treatment, i.e., the treating professional decides in the beginning that a combination 
treatment plan of at least three appliances are to be employed in conjunction with a wire and 
bracket system. This hybrid treatment plan is well thought out before hand and is typically based 
on a variety of criteria, such as a severe malocclusion, treating professional's judgment, patient 
consent, particular patient's condition and prognosis, etc. Application, page 5, lines 16 -29; page 
6, line 1-3. The cited art references, alone or in combination, fail to remotely teach or suggest 
this additional step of determining at the outset of treatment that a hybrid treatment plan of at 
least three appliances and wire and brackets are to be employed. Hence, independent claim 12 
(and dependent claims 13-19) are further allowable over the cited art references. 

Independent claim 20 is also directed to an improved method for repositioning 
teeth using polymeric shell appHances. In particular, the improvement comprises repositioning 
the teeth using a wire and bracket system to initially reposition the teeth prior to applying at least 
three polymeric shell appliances. Hence, as claim 20 includes similar limitations as those found 
in claim 1, it is respectfully requested that the § 103(a) rejection of independent claim 20 (and 
dependent claims 21-25) be withdrawn and the claims be allowed for the reasons set forth in 
section I, supra. 

Independent claim 26 reads as follows: 

A method for treating a dental malocclusion, said method comprising: 
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providing criteria to distinguish between a less severe malocclusion and a more 
severe malocclusion; 

determining whether an individual patient 's malocclusion is more severe or less 
severe according to the criteria; 

if the malocclusion is determined to be less severe, treating the patient with a 
plurality of successive polymeric shell appliances having different geometries selected to 
resiliently reposition teeth to a final desired arrangement; and 

if the malocclusion is determined to be more severe, treating the patient 
successively in a predetermined order with (a) at least one wire and bracket system, and (b) a 
plurality of successive polymeric shell appliances having different geometries selected to 
resiliently reposition teeth, wherein the combined treatment repositions the teeth to a final 
desired arrangement. 

As this claim similarly is directed to treating a patient with a hybrid treatment plan in the 
instance of a severe malocclusion, prima facie obviousness of claim 26 (and dependent claims 
27-38) has not been shown for many of the reasons given above with respect to claim 1 (section 
I, supra) and accordingly the claims should be allowed. 

Li addition, claim 26 requires that a severe malocclusion determination be made 
prior to prescribing a hybrid treatment plan based on a variety of criteria. See Summary of the 
Livention, supra. Further, once a severe determination is made, the patient is treated 
successively according to a predetermined order. For example, the predetermined order may 
comprise employing a plurality of appliances first in order to achieve certain treatment goals 
prior to finishing or further treatment with a wire and bracket system. Application, page 4, lines 
31-33; Fig. 8. Conversely, the predetermined order may comprise employing a wire and bracket 
system first in order to partially reposition the teeth to bring the patient within certain guidelines 
regarding the appropriate use of the plurality of appliances. Id., page 4, lines 29-31. 

The Examiner states that the "method steps claiming how and when the articles 
are intended to be used are matters of intended use of known structures and not given patentable 
weight." Advisory Action dated February 3, 2003, page 2. Appellant respectfully disagrees. It 
is well established that every claim limitation must be taught or suggested by the cited art, alone 
or in combination. In re Royka, 180 U.S.P.Q. 580 (CCPA 1974) ("All words in a claim must be 
considered in judging the patentability of that claim against the prior art."). Appendix B, 
attached hereto, is a copy of the American Heritage Dictionary (1985) definition of 
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"predetermined" which shows that the ordinary and plain meaning of the term 'predetermined' is 
to "decide or establish in advance." Appellant submits that independent claim 26 is further 
allowable over the cited art because there is no description or suggestion in any of the cited art 
references of record to perform these additional claimed steps. In particular, the cited art 
references, alone or in combination, fail to remotely teach or suggest (1) requiring that a severe 
malocclusion determination be made prior to prescribing a hybrid treatment plan and (2) that if 
such a severe malocclusion determination is made, the patient be treated successively according 
to a predetermined^ order. As such, independent claim 26 (and dependent claims 27-38) are 
further allowable over the cited art references. 

In addition to relying on novel and non-obvious independent claim 26, dependent 
claims 34 and 35 recite specific novel and non-obvious aspects of the invention not disclosed in 
the cited art. For example, claim 34 further defines that the predetermined order is to treat the 
patient's teeth first with the wire and bracket system to partially reposition the teeth until the 
malocclusion is less severe according to the criteria and then treating the patient with the 
polymeric shell appliances. As discussed above, the cited art references of record fail to teach 
any predetermined treatment order, much less one that prescribes braces first (until the 
malocclusion is less severe) followed up with successive polymeric shell appHances. Claim 35 
further defines that the predetermined order is to treat a patient's teeth first with the polymeric 
shell appliances and then with the wire and bracket system. Andrews at best teaches a single 
tooth positioner for finishing the teeth after the wire and bracket system. Hence, claims 34 and 
35 are further allowable over the cited art references. 

III. Whether claims 6-11 are unpatentable under 35 U.S.C. S 103(a) over 

Andrews in view of Kurz. 

In the Final Office Action, claims 6-11 were rejected imder Section 103(a) as 
allegedly being impatentable over Andrews in view of Kurz. Independent claim 6 is directed to a 



' The element "predetermined" has been constructed by the Federal Circuit in other issued patents. For example, in 
an unpublished opinion, in constming the claim element "means for storing a collection of predetermined beveling 
or grooving paths" the Federal Circuit stated that "the plain meaning of a predetermined beveling path is a beveling 
path that has been set previously ." Essilor Int'L v. Nidek Co. Ltd et aL, 1999 U.S.App.LEXIS 28426 (CAFC 1999). 
(Enphasis added). 
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hybrid treatment method of placing three or more appliances successively in combination with 
one or more wire and bracket systems. This treatment method is performed in a preselected 
order to reposition the patient's teeth from the initial tooth arrangement to the final tooth 
arrangement. As such, this rejection is respectfiiUy traversed for many of the same reasons given 
above with respect to claim 1 (section I, supra) and claim 26 (section II, supra) and accordingly 
claim 6 (and dependent claims 7-11) should be allowed. 

IV. Whether claims 1-32 are unpatentable under 35 U.S.C. S 103(a) over 

Andrews in view of U.S. Patent No. 5,975,893 issued to Chishti et al. 

In the Final Office Action, claims 1-32 were rejected under Section 103(a) as 
allegedly being unpatentable over Andrews in view of Chishti et al. Appellant respectfiilly 
traverses this rejection for the following reasons discussed below. 

As an initial matter, Appellant notes that the Chishti et al. patent is assigned to the 
assignee of the present application and represents earlier work of the assignee. The Chishti et al. 
patent is being relied upon for teaching a series of polymeric shell appliances for incrementally 
moving teeth. Final Office Action dated August 20, 2002, page 6. Appellant concedes that the 
Chishti et al. patent teaches the series of appliances recited in each of independent claims 1, 6, 
12, 20, and 26. The present invention of independent claims 1,6, 12, 20, and 26, however, 
teaches a hybrid treatment solution of a plurality of polymeric shell appliances in conjunction 
with a one or more wire and bracket systems to provide a complete treatment. 

Appellant respectfiilly submits that a prima facie case of obviousness has not been 
met for two reasons. First, Appellant notes that no motivation or suggestion, either in the cited 
art references or in the knowledge generally available to one of ordinary skill in the art, has been 
cited the Examiner to combine the reference teachings so as to produce the claimed invention. 
Andrews fails to disclose or remotely provide a suggestion or motivation for the use of a 
plurality of successive polymeric shell appliances, as even the Examiner concedes. Final Office 
Action dated August 20, 2002, page 6. The Examiner attempts to remedy this deficiency by 
combining the teachings of Andrews with the disclosure of Chishti et al. In particular, the 
Examiner states, "[i]t would be obvious to one of ordinary skill in the art to modify Andrews to 
include using a plurality of successive polymeric shell as shown by Chishti in order to make use 
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of well known mouthpiece structures for moving teeth in a desired manner." Id. The Examiner 

further states, "Chishti also teaches that the shells can replace wire and bracket does not obviate 

this." Advisory Action dated February 3, 2003, page 2. Appellant respectfully disagrees. 

Chishti et al. teaches that the multiple polymeric shell system taught in that patent 

is useful as a replacement for wire and bracket systems. In particular, in col. 1, line 65 through 

col. 2, line 6, it states 

use of conventional braces is a tedious and time consuming process 
and requires many visits to the orthodontist's office. Moreover, 
from the patient's perspective, the use of braces is unsightly, 
uncomfortable, presents a risk of infection, and makes brushing, 
flossing, and other dental hygiene procedures difficult. For these 
reasons, it would be desirable to provide alternative methods and 
systems for repositioning teeth. 

Hence, not only is the desired motivation absent fi-om the cited references, Chishti et al. clearly 
teaches against a combination treatment that includes wire and bracket systems. 

Appellant notes that references can not be arbitrarily combined. There must be 
some reason why one skilled in the art would be motivated to make the proposed combination of 
references. In re Nomiya, 184 U.S.P.Q. 607 (CCPA 1975). Further, the Examiner bears the 
initial burden of factually establishing and supporting any prima facie conclusion of 
obviousness. In reRinehart, 189 U.S.P.Q. 143 (CCPA 1976); M.P.E.P. § 2142. If the Examiner 
does not produce a prima facie case, the Applicant is under no obligation to submit evidence of 
nonobviousness. Id. In the instant case, the Examiner has not pointed to any evidence in the 
cited art references, or how knowledge of those skilled in the art, provide a suggestion or 
motivation to combine the reference teachings of Chishti et al. with Andrews so as to produce 
the hybrid treatment system of claims 1, 6, 12, 20, and 26. See In re Zurko, 59 U.S.P.Q.2d 1693 
(Fed. Cir. 2001) ([I]n a determination of patentability .... the Board cannot simply reach 
conclusions based on its understanding or experience - or on its assessment of what would be 
basic knowledge or common sense. Rather, the Board must point to some concrete evidence in 
the record in support of these findings). 
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Secondly, even assuming that the cited art disclosures may be combined (which 
combination is disputed), this combination would fall far short of the producing the claimed 
invention of independent claims 1,6, 12, 20, and 26. Appellant beUeves that one skilled in the 
art combining the teachings of Andrews and Chishti et al. would, if anything, substitute the 
polymeric shell appliances of Chishti et al. for the wire and bracket system relied upon in 
Andrews. Thus, the combination would be the use of the Chishti et al. polymeric shell appliance 
system with a final single mouthpiece used for achieving finishing of the tooth positions. While 
such a combination may or may not be obvious, it is simply not what is being claimed in the 
present invention. As such, it is respectfiilly requested that the § 103(a) rejection of claims 1-32 
be withdrawn and the claims be allowed. 
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CONCLUSION 



Appellant believes that the above discussion is fully responsive to all grounds of 



rejection set for the in the Final Office Action dated August 20, 2002. 



If for any reasons the Examiner believes a telephone conference would in any 



way expedite resolution of the issues raised in this appeal, the Examiner is invited to telephone 
the undersigned at 415-273-8317. 



TOWNSEND and TOWNSEND and CREW LLP 

Two Embarcadero Center, 8* Floor 

San Francisco, CaUfomia 941 1 1-3834 

Tel: 415-576-0200 

Fax: 415-576-0300 

NB:nb 

60008391 v2 



Respectfully submitted. 




Nena Bains 
Reg. No. 47,400 
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APPENDIX A 
COMPLETE SET OF PENDING CLAIMS 

1 . (Previously Presented) A system for repositioning teeth from an initial 
tooth arrangement to a final tooth arrangement, said system comprising a plurality of dental 
incremental position adjustment appliances including: 

a plurality of digitally generated appliances, each having a geometry selected to 
reposition the teeth from a first arrangement to a second arrangement, wherein the appliances 
comprise polymeric shells having cavities and wherein the cavities of successive shells have 
different geometries shaped to receive and resiliently reposition teeth from the first to the second 
arrangement; and 

one or more wire and bracket systems to progressively reposition the teeth from 
one arrangement to a successive arrangement, the wire and bracket systems and appliances 
being deployed in seriatim to reposition teeth from the initial tooth arrangement to the final tooth 
arrangement. 

2. (Previously Presented) A system as in claim 1, wherein the tooth 
positions defined one or more cavities in each successive appliance differ from those defined by 
the prior appliance by no more than 2 mm. 

3. (Original) A system as in claim 1, comprising at least tAvo intermediate 

appliances. 

4. (Original) A system as in claim 3, comprising at least ten intermediate 

appliances. 



5. (Original) A system as in claim 4, comprising at least twenty- five 
intermediate appliances. 
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6. (Original) A method for repositioning teeth from an initial tooth 
arrangement to a final tooth arrangement, said method comprising the following steps performed 
in a preselected order: 

successively placing three or more appliances having geometries selected to 
progressively reposition the teeth from a first arrangement to successive arrangements; and 

placing one or more wire and bracket systems to progressively reposition the teeth 
from one arrangement to a successive arrangement, the brackets and appliances being deployed 
in seriatim to reposition teeth from the initial tooth arrangement to the final tooth arrangement. 

7. (Previously Presented) A method as in claim 6, where the tooth positions 
defined by one or more cavities in each successive appliance differ from those defined by the 
prior appliance by no more than 2 mm. 

8. (Original) A method as in claim 6, wherein the successively placing step 
comprises placing at least two additional appliances prior to placing the final appliance. 

9. (Original) A method as in claim 8, wherein the successively placing step 
comprises placing at least ten additional appliances. 

10. (Original) A method as in claim 9, wherein the successively placing step 
comprises placing at least twenty-five additional appliances. 

1 1 . (Original) A method as in claim 6, wherein the appliances are 
successively replaced at an interval in the range from 2 days to 20 days. 

12. (Original) An improved method for repositioning teeth using appliances 
comprising polymeric shells having cavities shaped to receive and resiliently reposition teeth to 
produce a final tooth arrangement, wherein the improvement comprises determining at the outset 
of treatment geometries for at least three appliances to be used in combination with at least one 
wire and bracket system, the appliances are to be worn successively by a patient to reposition 
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teeth from an initial tooth arrangement to the final tooth arrangement, wherein the cavities of 
successive shells have different geometries. 

13. (Original) An improved method as in claim 12, wherein at least four 
geometries determined at the outset. 

14. (Original) An improved method as in claim 13, wherein at least ten 
geometries are determined at the outset. 

15. (Original) An improved method as in claim 14, wherein at least twenty- 
five geometries are determined at the outset. 

16. (Original) An improved method as in claim 12, wherein the tooth 
positions defined by the cavities in each successive appliance differ from those defined by the 
prior appHance by no more than 2 mm. 

17. (Original) A method as in claim 16, comprising at least two intermediate 

appliances. 

18. (Original) A method as in claim 17, comprising at least ten intermediate 

appliances. 

19. (Original) A method as in claim 18, comprising at least twenty-five 
intermediate appliances. 

20. (Original) An improved method for repositioning. teeth using appliances 
comprising polymeric shells having cavities shaped to receive and resiliently reposition teeth to 
produce a final tooth arrangement, wherein the at least three appliances are applied successively 
to a patient's teeth to reposition the teeth, wherein the improvement comprises repositioning the 
teeth using a wire and bracket system to initially reposition the teeth prior to applying the 
polymeric shell appliances. 
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2L (Original) An improved method as in claim 20, wherein at least four 
appliances are applied to the teeth. 

22. (Original) An improved method as in claim 21, wherein at least ten 
appliances are applied to the teeth. 

23. (Original) An improved method as in claim 22, wherein at least twenty- 
five appliances are applied to the teeth. 

24. (Original) An improved method as in any of claims 20-23, wherein 
initially repositioning the teeth using a wire and bracket system configures the teeth to render 
them amenable to treatment with polymeric appliances. 

25. (Original) An improvement as in claim 24, wherein initially repositioning 
the teeth alleviates at least one of the following conditions: 

A-P correction of greater than 2 mm; 

autorotation of the mandible required for vertical/ A-P correction; 

CR-CO discrepancy correction/treatment to other than centric occlusion; 

correction of moderate to severe rotations of premolars and/or cannines that are 
greater than 20 degrees; 

severe deep bite opened to ideal or open bite to be closed to ideal; 

extrusion of teeth greater than 1 mm other than as part of torquing or in 
conjunction with intrading adjacent teeth; 

teeth tipped by more than 45 degrees; 

multiple missing teeth; 

crowns less than 70% of normal size; 

posterior open bite; and 

movement of entire arch required for A-P correction. 
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26. (Original) A method for treating a dental malocclusion, said method 

comprising: 

providing criteria to distinguish between a less severe malocclusion and a more 
severe malocclusion; 

determining whether an individual patient's malocclusion is more severe or less 
severe according to the criteria; 

if the malocclusion is determined to be less severe, treating the patient with a 
plurality of successive polymeric shell appliances having different geometries selected to 
resiliently reposition teeth to a final desired arrangement; and 

if the malocclusion is determined to be more severe, treating the patient 
successively in a predetermined order with (a) at least one wire and bracket system, and (b) a 
plurality of successive polymeric shell appliances having different geometries selected to 
resiliently reposition teeth, wherein the combined treatment repositions the teeth to a final 
desired arrangement. 

27. (Original) A method as in claim 26, wherein the criteria which are 
characteristic of a more severe malocclusion include at least some of the following: 

A-P correction of greater than 2 mm; 

autorotation of the mandible required for vertical/ A-P correction; 

CR-CO discrepancy correction/treatment to other than centric occlusion; 

correction of moderate to severe rotations of premolars and/or cannines that are 
greater than 20 degrees; 

severe deep bite opened to ideal or open bite to be closed to ideal; 

extrusion of teeth greater than 1 mm other than as part of torquing or in 
conjunction with intrading adjacent teeth; 

teeth tipped by more than 45 degrees; 

multiple missing teeth; 

crowns less than 70% of normal size; 

posterior open bite; and 
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movement of entire arch required for A-P correction. 

28. (Original) A method as in claim 27, wherein the absence of some or all of 
the criteria characteristic of a severe malocclusion indicates that it is a less severe occlusion. 

29. (Original) A method as in any of claims 26-28, wherein providing criteria 
comprises providing a list of criteria. 

30. (Original) A method as in claim 26, wherein determining whether the 
malocclusion is more or less severe comprises obtaining a model of the patient's teeth. 

3 1 . (Original) A method as in claim 30, wherein the model is a cast, 

32. (Original) A method as in claim 30, wherein the model is digital. 

33. (Original) A method as in claim 26, wherein determining whether the 
malocclusion is more or less severe comprises visually observing the patient's teeth. 

34. (Original) A method as in claim 26, wherein the predetermined order is to 
treat the patient's teeth first with the wire and bracket system to partially reposition the teeth 
until the malocclusion is less severe according to the criteria and then treating the patient with 
the polymeric shell appliances. 

35. (Original) A method as in claim 26, wherein the predetermined order is to 
treat the patient's teeth first with the polymeric shell appliances and then with the wire and 
bracket system. 

36. (Original) A method as in claim 26, wherein treating the patient with a 
plurality of successive polymeric shell appliances comprises successively placing at least three 
appliances each over a time period in the range from one to foiu- weeks. 



37. (Original) A method as in claim 36, wherein at least ten successive 
polymeric appliances are placed. 



# 
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38. (Original) A method as in claim 36, wherein at least twenty-five 
successive polymeric appliances are placed. 
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characterized by a tendency to victimize or destroy others 
for one s own gain, (Lat. praedatoris < praedari to plunder 
< praeda, booty.) — p^od'ato'r^^y adv. — prod'a-to'riwss n. 
predawn (prCdftnO n. The time just before dawn 
RJP^®^?*® (pre'dl-s&O tr.v. -ceased. -ceasHng. -oeas-es. 
To die before (another person). 

pred-e-ces-sor (pridl-sas'ar. prCdl-) n. 1. One who pre-; 
cedes another in time, esp. in an office or position. 2. Some- 
thing that has been succeeded by another. 3. An ancestor or 
forefather. [ME predecessour < OFr. predecesseur < LLat 
praedecessor : Lat prae-, before + Lat decessor, someone 
who leaves < decedere, to depart (de-, away + cedere to 
go).) 

pre-des-U>naH-an (prC-d&'ts-nflr'e-dn) adj. 1.0f or pcr- 
tainmg to predestination. 2. Believing in or based on the 
doctrine of predestination. — n. One who believes in the 
doctrine of predestination. — pre-destlftarl-an-Ism «. 

pre^es«UfMte (pre-das't»-nSt') tr.v. ^-ed. -naHng. 
•nates. I.To destme or determine in advance; foreordain! 

2. pieol To predestine. —adJ (pre-d6s't»-nrt. -nfit'). Fore- 
ordamed; predestined. (ME predestinaten < Lat. praedesti- 
nare. — see predestine.] 

pre*des«tI-na«tion O^rt-des'ta-nfl'shan) n. 1. The act of pre- 
destining or the condition of being predestined. 2. Theot. 
a. The act whereby God is believed to have foreordained all 
things, b. The relegation of all souls to either salvation or 
darnnation by this act. c The doctrine that God has foreor- 
dained all things, esp. the salvation of individual souls 

3. Destiny; fate. 

pre^es*tlne (pre-des'tin) tr.v. -Oned, ^iHng, mnes. 1. To 
fix upon, decide, or decree in advance; foreordain. 2. Theol. 
To foreordain by divine will or decree. [ME predestinen < 
OFr. predestiner < JJit praedestinare : prae-, before + ties- 
tinare, to determine.) 

pre^e-termlne (pre'dr-tQi'mln) tr.v. -mined, -mIrHng. 
-mines. I.To determine, dedde, or establish in advance: 
fadors that predetermine an outcome. 2. To iiifluence or 
sway toward an action or c^inion; predispose. [LLat. prae- 
determi nare : Lat prae% before + Lat. determinare, to limit 
—see DETERMlhfE.] — pre'cfe^f'ml'na'Uon n. — pre'de-tef- 
ml-na'Uve (-m»-na'tlv. -n>-trv) adJ — pre'de^r'mln^r n. 
pre*dl-al (pre'de-sl) adJ Variant of praedlal. 
pred<l-ca*ble (predT-k^-bal) adj. Able to be stated or predi- 
cated, —n. 1. Something that can be predicated; quality; 
attribute. 2. Lp^c. One of five general attributes of a dass 
—genus, spedes, property, difference, and acddent— desig- 
nating the peculiar relation that a predicate bears to its sub- 
of the quantity or quality of a proposition. 
[Med. Lat. praedicabilis < LLat. praedicare, to proclaim. — 
see preach.] — pfed1-ca*bin*ty, predn<ca*ble^ss it. 
pre-dlc-a-ment (prf-dlkVmant) n. t.A troublesome, em- 
barrassing, or ludicrous situation. 2, Lo^c. A category 
(sense 2). [ME, something predicated < LLat. praedicamen- 
tum < praedicare, to proclaim. — sec preach.) pro-dlc'a- 
mental (-mta'tl) adj. — pfe^lc'emnlaHy adv. 

Synottytns: predicament, plight, dilemma, quandary. A 
predicament is a prc^lematic situation seen in terms of a 
difficult decision and implies that one does not know what 
to do and is considering it rationally. A p//gft/ is a more 
senous pass, which may have been imposed on an individ- 
ual with a course of acUon being less clear. Dilemma more 
abstractly denotes a problem which poses two alternatives, 
each of which must be cardully weighed. The term is some- 
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ce/shdup, dish/ttight/th thin, path/rA this, bathe/Oc«t/Q^ size/ 
iwm, edible. gaUop. circus / re Fr. feu, Ger. schOn / Q Fr. to, Ger. Qber / kh Ger. ich. Scot, loch/ n Fr. boo. 



pfttOilumblan 

Pendant in the form of a 
stylized figure 



